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IN THE FEDERAL COURT OF AUSTRALIA 

NEW SOUTH WALES DISTRICT REGISTRY No.1260.of 2002 



Y^^'rl^r '- ~ MICROSOFT CORPORATION 

I F - ./J^^- 1 ^^ \^ First Applicant 

\^ 2 4 DEC i ^ f MICROSOFT PTY LTD 

0^^—'—^^ (ABN 29 002 589 460) 

Second Applicant 
INTERTRUST TECHNOLOGIES 
CORPORATION 

Respondent 

A]VTE£TOE^PAR OF INVALIDITY 

(Filed pursuant to leave of Lindgren J given on 22 December 2003) 

The following are the particulars of the grounds of invalidity of Australian Letters Patent No* 728776 
(the "Patent"). 

Priority Date 

1 The onus is on the respondent patentee to establish that any of the claims of the Patent are 
entitled to a priority date earlier than 25 February 1998, the date of filing of the specification 
for the Patent in Australia. The applicants does not accept 25 February 1997 is the priority 
date of the Patent- When the term "priority date" is used below it refers to 25 February 1997 
or any later date and is without prejudice to this contention. 

Lack of Novelty 

2 The alleged invention as claimed in the Patent is not a patentable invention within die 
meaning of the Patents Act 1990 (the "Act") in that, in so far as claimed in each claim, it was 
not novel when compared with the prior art base as it existed before the priority date of each 
claim. 
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Particulars 

m ^ Tr . ; , a nt fi «,m relv on fr « prior art informatjojusarie publicly available prior to 
th* nrioritv dati T Ui nlWd iu vuil i u u v n i n n t n r w« H » Sr *caoon of prior art 
informtttion made publicly available : 

^ in of the . bv t he publication cvf iea^e^ocuments referred to in 
Annexure "A", publishedg ee^e^aeft^ater on or about the date 
specified in Annexure "A ": and 

fK ) thm.,oh the d rinr ~»* " f «** referred t0 in ^ nncxure 

f m Th. prior »rt informal ™ *™ MQlicants indues pHpr art information 

r .MM* pvnilable ir ^ ? « documents referred to in Annexure "A" that 

r-UtftH and thr^ T n the doing of anv «> or more act? referred to in Annexure «B" . 
«^ «~ r„1„t»d to t r- ~«™t that the relntiomhip hrtween the documents or acts is 
^jHlnU^rr-nn -frill-* *" * art in the p atent area W °" ld freatthemaSa 

«:iTi fl1e source of tliat information. 

fjffl ^The applicants reserves the right to add further in stances of prior art information to 
Annexure "A^nr Annexure "B". 

Lack of Inventive Step 

3 The aUeged invention as claimed in each claim of the Patent is not a patentable invention 

within the meaning of the Act in that it did not involve an inventive step when compared writ 
the prior art base as it existed before the priority date of each claim. 

Particulars 

ffl The applicants will rely on the common general knowledge of persons skilled in the 

relevant art in Australia as at the priority daU^e ki Jimi ui'J udi uiMion* rn W n in pri i n 

tin, .ilii r ifirnlinn), m-l-^ : "f* (without limitation^: 

^ the adnvcc-.nn. stained ™ flw s pecification of the Patent; and 

M t Hhu alum m in « Hmtinn with theprior art information made publicly 

jloh Ujrinr to the prio rity date: 
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£J) -in cach.e ny-eHe-ofthe documents referred to in Annexure "QB"-prief 

t o t he priority d n t e , published on or about the date specified in 
Annexure and 

(iH though the doing of each of the acts referred to in Annexure <C D". 

(Y\\ ■ The applets will re ly nrt ^ common general knowledg e considered together with: 

(z) any one item of prior art information referred to in paragraph 3(T) above: or 

(h) a combination of anv 2 or mor e pieces of prior art information referred to in 
paragraph ? f Q »hove. to the extent that the r elationship between the 
rWninftntfi or acts is such that a person skilled in the relevant ait in the patent 
Area would treat them as a single source of that information. , 

insofar as such prior art information doe s not form part of the common general 
knowledge/: 

(HO T he applicants reserves the right to add further instances of prior art information to 
AnnfTPTT* " r:EL " ™" Annexure "P". 

Section 40, Patents Aci 1990 
Lack of definition 

4 The specification does not comply with section 40(2)(b) of the Act in that the alleged 
invention that is the subject of the Patent is not defined in the claims. 

Particulars 

Claims 1-20 claim a method of using a "descriptive data structure", which method is 
not otherwise disclosed in the specification. 

Claims 21 -44 claim a method of creating a "first secure container", which method is 
not otherwise disclosed in the specification. 

Claims 45-57 claim a "distributed data processing arrangement 7 % which arrangement 
is not otherwise disclosed in the specification. 

The applicant^ repeats paragraphs (ii) - fai xxix) of the particulars to paragraph 6 
below. 



(>) 
00 
(Hi) 
(iv) 
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Lack of Clarity 
5 



The specification does not comply with section 40(3) of the Act in that the claims of the 
specification are not clear and succinct. 

Particulars 

(i) Claims 1 -57 are unclear as the meaning of the term "descriptive data structure" is 
unclear, 

(ii) Claims 1-57 are unclear as the meaning of the term "secure" is unclear. 

(iii) Claims 1-57 are unclear as the meaning of the term "secure container" is unclear. 

(iv) Claims 1 -57 are unclear as the meaning of the term 'Vule" is unclear, 

(v) CI aims 1 0- 1 4, 2 1 -44 and 5 1 -54 are unclear as the meaning of the' term "metadata*' is 
unclear. 

(vI)ClQimJ fill ^ ""Hnnr n n th o monning n f iht\ tr>rm "r . m'H flrflt nnntniner COnt e ntS - H) 

unclear 

fr4a(vi) Claims 1-20, 24-30 and 45-57 are unclear as the meaning of the term "data 
processing arrangement*' is unclear. 

fvUi¥vif) Clairns 1-20 and 24-30 are unclear as the meaning of the word "site" is unclear, 

fviin Claims 1 -20 are unclear as the meaning of the word "re mote" is unclear. 

(hA Claims 1-20 are unclear in that they do not specify what, or who - at the remote site 
(or sites') does the sending of the secure containers. 

(viipClQim - 7 1 4 nr° ""M r w nr th » m a nning n f th o tonm "dpnortptivG data structure 
interpreted * is unclear. 

(bQClaimj 9 1 4 nr* vr^ 1 ^ nr thf * m p nnin £ nf t ft TTn "ftlomonl identifier" is uncl e ar - . 

tegtfx) Claims 20 ? 44 and 57 are unclear as the meaning of the term "secure electronic 
appliance" is unclear. 
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(x\) Claims 21-44 are unclear as term "desired" is unclear. 

(xiO Claims 21-44 are unclear as th ey require content to b e organised before it is created 

fxiiH Claims 21-44 are unclear as t he meaning of the phrase "at least o ne rule designed to 
control at least one aspect of acce ss to or use of at least a portion of said first secure 
container contents" is unclear. 

fcH¥xiV) Claims 36 and 37 are unclear as the meaning of the term "atomic transaction" is 
unclear. 

6wi¥xVi Claims 45 to 57 are unclear as the meaning of the term "distributed data processing 
arrangement" is unclear. 

fc*v¥xvi > l Claims 45 to 57 are unclear as the meaning of the term "data processing apparatus*' 
is unclear. 

Lack of Fair Basis 

6 The specification does not comply with the requirements of section 40(3) of the Act in that 

the claims of the specification are not fairly based on the matter described in the specification. 

Particulars 

(i) In so far as the claims purport to describe a method, process or arrangement that is 
not described in the body of the specification, the claims are not fairly based 
thereon. 

(ii) In so far as claims 1 to 20 purport to claim methods of using a "descriptive data 
structure", those claims are not fairly based on the body of the specification as the 
use of such "descriptive data structures" is not disclosed. 

(iii) Further and in the alternative to (ii), in so far as claims 1 to 20 purport to claim 
methods of using a descriptive data structure involving two "secure containers", 
those claims are not fairly based on the body of the specification as there is no 
disclosure of the means whereby such a "descriptive data structure" is used in the 
manner claimed. 
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(iv) 



(v) 



(vi) 



In so far as claims 21 to 44 purport to claim methods of creating a "secure 
container", those claims are not fairly based on the body of the specification as there 
is no disclosure of the means whereby such a "secure container" can be created in 
the manner claimed. 

In so far as claims 45 to 57 purport to claim distributed data processing 
arrangements, those claims are not fairly based on the body of the specification as 
there is no disclosure of the means whereby such "distributed data processing 
arrangement" can be created in the manner claimed. 

In so far as claims 1 to 44 purport to claim methods for using or accessing 
"descriptive data structures" other than by the use of central processing units, they 
are not fairly based on the body of the specification. 



(vii) Claims 1-57 are not fairly based on the body of the specification to the extent that 
they purport to claim the use of "descriptive data structures" comprising machine 
readable text 

(viii) Claims 1-57 are not fairly based on the body of the specification to the extent that 
they do not require "tools" for the creation or use of "secure containers" where such 
'tools" are not themselves "secure" as those terms are used in the specification. 

(ix) Claims 1 -57 are not fairly based on the body of the specification to the extent that 
they purport to claim the use of different "descriptive data structures" in creation 
and post-creation processes. 

^ Cig"™* 1 to 5 ? afe not fairiv based on 1110 bodv of thc specif ication in so far as thev 
pur port to claim a secure container. 

( y n Claims 1 to 20 are not fairly based on the bodv of the specific ation in so far as they 
pur port to claim receipt of secure containers at a com munications port. 

(xiH Claims 1 to 20 are not fairly based on the bodv of the speci fication in so far as they 
roirj^rt to clai m "a requirement that at least some informatio n relating to said use or 
orrp cohe at least temporarily stored". 

^fxiiiL Claims 21 -44 are not fairly based on the body of the specification in so far as they 
purport to claim "metadata" information specifying steps required or desired in the 
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creation of a "first secure contained other than the steps specified in the 
specification. 

(xiv^) Claims 21-44 are not fairly based on the body of the specification in so far as they 
purport to claim a "desired" oreap i^rion and/or step. 

(xvl Claims 2 1 -44 are not fairly ba?*d on the bod y of the specification in so far as thev 
pur port to claim a method wherr y accesses a descriptive data structure 
"including or addressing organisation info rmation at least in part describing a 
required or desired organuration of a co ntent section of said first secure container, 
and metadata information at least in part specifying at least one step required or t 
desired in creation of said first ser ""* Container". 

fxvH Claims 21 -44 are not fairly based o n the bndv of the specification in so far as they 
pur port to claim the generation or identification of "at least one rule de signed to 
control at least one aspect of a ^ras to or use of at least a portion of said first secure 
container contents" 

ftcvin Claims 45-57 are not fairly based nn the hodv of the specification in so far as they 
purport to claim a central proces sing unit. 

ftcviin Claims 45-57 are not fairly basod on the bodv of the specification in so far as they 
purport to claim two memories. 

Claims 45-57 are not fairly based on the b o dv of the specification in so far as they 
purport to claim a memory storing a secured container. 

fxx^i Claims 45-57 are not fairly based on the bodv of the specification to the extent that 
thev purport to claim a distributed data processing arrangement in which the second 
data processing apparatus has a means to r eceive "at least a portion of" a descriptive 
data structure. 

fxxn Claims 1 to 20- 24 and 27 are not fairlv based on th e bodv of the specification to the 
extent that thev purport to claim a communi cations port. 

fyxii ) Claims 14 and 3 1 are not fairly based on the bodv of the specification to the ex ten t 
that they purport to claim informatio n identifying an owner or creator. 
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fxxiifi Claim 39 is pnt fairly on tnC body of the specification to the extent that it 
purports to claim n paymen t required for use of a descriptive data structure. 

fxxiv) Claim 48 is pot fairly based on the body of the specification to the extent that it 

purports to claim an op eratin g system that is compatible with at least one version of 
Microsoft Windows. 

' fxxvl Claim 54 is nnf fairly bnsed on the body of the specification to the extent that it 
purports to r.laim a thi rH memory. 

(xxvfl Claims 1 8, 42 and 55 «re not fairly based on the body of the specification to the 
extent that tb ^y pur port t n claim rules about auditing. 

(xxvift Claims 1 9. 43 and 56 not fairly based on the body of the specification to the 
extent that tfr ft y purport to claim rules about budgeting. 

^Cxxviii^C laims I - 57 are not fairly based on the specification in that they travel beyond 
the matter described in the specification. 

Manner of manufacture 

7 The alleged invention as claimed in the Patent is not a patentable invention within the 
meaning of the Act in that, in so far as claimed in each claim, it is not a manner of 
manufacture within the meaning of section 6 of the Statute of Monopolies. 

Particulars 

(i) There is no invention disclosed on the face of the specification; 

(ii) The alleged invention is a mere collocation of known integers and there is no 
working interrelationship between those integers which leads to a patentable 
invention; 

(iii) The alleged invention merely claims allegedly new methods of using a known 
contrivance, being a descriptive data structure; 
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^R ^ll c ficd invonUon con n c r o merely of directi o n m to how to o n ewtc a known machine 
40 carry out a lenown process to produce on old result ; 

fryS»4hfr «itont that the alleged invention is limited to particular no u, o f comput e r h n r rl w n r r 
mid software, it consists of no more than the use u fams cntio i tol means (b ri ng 
computer hardware and softwaro) - to produce u du t/ ucd result; or 

tyrfll iu all eged inv rntin n h n mm * Thrmr, pi"" ftr m1n nr mf,th " J u f doinnhn i in on 

^ySyjv) The alleged invention is one or more mere desiderata. 



ORIG INAL DATE: 27 November 2002 
ffltf»n>gn DATE: Atf bcCU^t^ 




„onnell 
Mallesons Stephen Jaqucs 
Solicitor for the Applicants 
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ANNEXURE A 



No. 


Citation 


Date of Publication 


1 


WO 96/27155, "Systems and methods for secure 


18 September 1996 
* 


transaction management and electronic rights 


protection" ■ 


WO 96/27155, "Systems and methods for secure 


transaction management and clcctronlo righto 
protcotion" 


22 


Olin Sibert, David Van Wie and David Bernstein, 
"Digibox: A Self-Protecting Container for 
Information Commerce" 


July 1995 


3£ 


AU 71 1 .733. "Systems and methods for secure 


18 September 1996 


transaction management and electronic rights; 




protection"Suoh further parti oulars as are later 


4 


International Standard JSO 8879:1986, "Information 


October 1986 


processing - Text and office systems - Standard 




Generalized Markup Language (SGMLY* 


5 


Goldfarb C "The SGML Handbook". Oxford 


1990 


University Press 


6 


WO 96/24092. "Method and svstem for managing a 


8 August 1996 


data obiect so as to comply with predetermined 




conditions for usage" 


7 


Carl Lagoze. Clifford Lvnch and Ron Daniel. "The 


28 June 1996 


Warwick Framework: A Container Architecture for 




Aggregating Sets of Metadata", Cornell University 


Computer Science Technical Report TR96-1593. 


£ 


EP 0 715 245 AL "Svstem for controlling the 


5 June 1996 


distribution and use of digital works" 






Jan Harris. Ira Ruben. "Bento Specification 7 


15 Jul v 1993 


Revision 1.0d5" 




10 


Such further particulars as are later provided 
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ANNEXUREB 



No- 


Act 




1 


1 ke of the Standard Generalized Marlon) Language (SGMD 








2 


( |. P n f tn ~ n.,Kiin Core metadata set 


1 


i w r>fthr. Warwick Framework 








4 


9nch faiths particulars as are later provided 
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ANNEXUREC8 



No. 


Citation 


Date of Publication 


i 


WO 96/27155, "Systems and methods for secure 

UaJIdavUVU HlaljagCJJIClll allu ClCCUTQniC llCDtS 

pruicvuon 


18 September 1996 
• 


2 


Olin bibert, David Van Wic and Davjd Bernstein, 
Digioox. A oeii-jfrotecting Container for 
Information Commerce" 


July 1995 

• i 


3 


AU 71 1,733, Systems and methods for secure 


18 September 1996 


transaction management and electronic rights 


• 


protection" Suoh further partioulara or, oro lntor 
provided 


4 


fntemational Standard ISO 8879:1986. 'Information 


October 1986 


processing - Text and office systems - Standard 




Generalized Markup Language CSGMLV 


5 


Goldfarb, C "The SGML Handbook". Oxford 


1990 


UniversityJPress 




6 


WO 96/24092. "Method and system for managing a 


8 Aucust 1996 


data obiect so as to comply with predetermined 




conditions for usage" 


2 


Carl Lagoze. Clifford Lvnch and Ron Daniel. "The 


28 June 1996 


Warwick Framework: A Container Architecture for 




Aggregating Sets of Metadata". Cornell University 


Computer Science Technical Report TR96-1 593. 


8 


E? 0 715 245 Al. "Svstern for controlling the 


5 June 1996 


distnbution and use of digital works 




9 


Jan Harris. Ira Ruben. "Bento SDecification - 


15 July 1993 


Kevision i .uoj 




JO 


Kim, W.. et. al (ed) "Obiect-Oriented Concepts. 


1989 


Databases, and Applications . ACM Press. 1989 




1 1 
J 1 




10S7 


Volume 1 ; Concepts". Computer Society Press of 




TFT7T-7 WacViincrtrkTi T 7<2 A 10R7 

iciiti, wasnin^ion, uon, ivb/ 


10 
I z 


1 pdpflrH H "The T ittl^ "Ronk nf Ohiprl-OrientpH 


1996 


Prr\rrnmrrtlT>fy n Prf^Ti+lf 1 /* T-T oil 1 QQA 


13 


Kim, W.. "Object-Oriented Databases: Definition and 


SeDtember 1990 


Research Directions". JEEE Transactions on 




Knowledge and Data Engineering. Vol. 2, No. 3, Sep 


1990 


14 


"Nvanchama G„ et. al. "Mandatory Security in an 
Obiect-Oricnted Database" University of Western 


1992 


Ontario, 1992 


15 


Bancilhon F„ et. al (ed.VJBuilding an Obiect- 


Julv 1992 


Oriented Database System: the story of 02". Morgan 




Kaufrnann Publishers, California. 1992 


16 


Wade. A., 'The 0DBMS Role in 64 bit Distributed 


1994 


Client-Server Computing 5 *. Electro International. 
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1994 




12 


Hardiono T.. et. al. "A Approach to Database 


February 1992 


Authentication". Reseat and Practical Issues in 
Databases: Proceeding of the Third Australian 
Database Conference fDatnbase '92). cages 334-342, 
1992 




18 


Erickson. J.. "A Cody™*!* 1 * Management System for 


June 1995 




Networked Interactive Multimedia* 1 ., Proceedings of 
the Dartmouth Institute for Advanced Graduate 
Studies. Mav 30-June 2. 1 995. Boston 




19 


Kaplan, M~ <( IBM Crvptolopes™* SuperDistribution 


December 1996 




and Digital Riehts Management". IBM T.J. Watson 
Research Center. 1996 




20 


Kaplan, M.. et al. **Dicit«1 Signatures for Software: 
Technical Requirements find a Proposal". IBM TJ. 
Watson Research Center, April 1996 


April 1996 


21 


Such further oarticulnrs as are later provided 
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ANNEXURE T) 


No. 


ACT 




T Isc of the Standard Generalized Markup I^aneuaee fSGMI/> 




2 


Tke of the extensible Markup Languape OCML) 


3 


1 ke of the Dublin Core metadata set 


4 


Use of the Warwick Framework 


5 


T Tse of Bento containers 


6 


1 Tse of IBM CrvDtolooes 


7 


1 Ise of object-oriented languages and databases 


8 


Snch further particulars as are later provided 
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